THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered
today (1) was not witten for publication in a | aw
journal and (2) is not binding precedent of the Board.

Paper No. 32

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte GREGORY BREYTA, DAN EL J. DAWSON,
MOAHMOUD M KHQJASTEH, RANEE WAl - LI NG KWONG, ELWOOD H.
MACY, DAVID P. MERRI TT, WAYNE M MOREAU, STANLEY E
PERREAULT,

HARBANS S. SACHDEV, ROBERT L. WOOD and HI RCSH | TO

Appeal No. 96-2105
Appl i cation 08/059, 861!

ON BRI EF

Bef ore DOMEY, ONENS and ROBI NSON, Adm ni strative Patent
Judges.

OVNENS, Adm ni strative Patent Judge
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1 Application for patent filed May 10, 1993. According
to appellants, the application is a continuation of
Application 07/864,721, filed April 7, 1992, now abandoned.
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This is an appeal fromthe examner’s final rejection of

clainms 1-17, which are all of the clains in the application.

THE | NVENTI ON

Appel lants’ clainmed invention is directed toward a
process for form ng a photoresist conposition by
stoichionetric carbonation of a polyner having hydroxyaromatic
groups. The carbonation is carried out using a dialkyl
di carbonate in the presence of an unhindered tertiary am ne
catal yst selected froma recited group, and the reaction
m xture does not contain nore than 0.02 equival ents of an
organi c am ne base per equival ent of dial kyl dicarbonate.
Claiml is illustrative and reads as foll ows:

1. A process for the stoichionetric carbonation of a
m crolithographically useful polynmer conprising
hydr oxyaromati ¢ groups conprising the steps of

(a) mxing together in a reaction vessel

(1) a hydroxyaromatic material,

(2) a stoichiometric amount of a dial kyl dicarbonate to
gi ve the desired degree of substitution,

(3) a catalytic amount of an unhindered tertiary am ne
wherein the amine is selected fromthe group consisting of
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am nes conprising substituted and unsubstituted heterocyclic
conpounds, diethylmethyl amne, trinmethyl am ne, and pol yners
havi ng unhi ndered am no groups, and

(4) a solvent

with the proviso that the reaction m xture does not
contain an organic am ne base in an anmount exceedi ng 0.02
nol ar equi val ents based on the dial kyl dicarbonate, and

(b) stirring the reaction m xture,

(c) precipitating the al kyl carbonate of the
hydr oxyaromatic material, and

(d) recovering the al kyl carbonate of the polyneric

hydr oxyaromatic material .
THE REFERENCES
Ref erences relied upon by the exani ner

Brunsvol d et al. (Brunsvold)? 4,931, 379 Jun. 5, 1990
Hiroshi Ito, “Solid-State Thernol ysis of Poly(p-t-Butoxy-
car bonyl oxystyrene) Catal yzed by Polynmeric Phenol: Effect of
Phase Separation”, 24 J. Polym Sci. 2971-80 (Nov. 1986).

Ref erence relied upon by appellants

Jerry March, Advanced Organic Chemstry 361 (MGawH |1, 2d
ed., undated).?®

2 n the answer, the exam ner incorrectly refers to this
reference as “Brunswal d”.

3 Appel lants and the exam ner have treated this undated
reference as prior art, and we |ikew se do so.
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THE REJECTI ON

Clainms 1-17 stand rejected under 35 U . S.C. 8§ 103 as being

unpat ent abl e over Brunsvold in view of Ito.

OPI NI ON

We have carefully considered all of the argunents
advanced by appellants and the exam ner and agree with
appel lants that the aforenentioned rejection is not well
founded. Accordingly, we do not sustain this rejection.

We need only to address appellants’ broadest claim which
is claim 1.

The portion of Brunsvold relied upon by the exam ner is
exanple 2A (col. 6, lines 16-48), in which pol y(styrene-co-N
(4-t-butyl oxycarbonyl oxyphenyl )-mal eim de is prepared froma
reaction m xture of poly(styrene-co-N- (4-hydroxy-phenyl)-
mal ei m de, 4-di nmet hyl am nopyri di ne, di-t-butyl pyrocarbonat e,
and triethylamne. The anounts of 4-di nmethyl am nopyri di ne and

triethylamne used in this exanple are not discl osed.
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Appel l ants point out (brief, page 7) that in Brunsvold’ s
exanple 1A (col. 5, lines 5-46), 1.05 nolar equivalents of an
acylating reagent, i.e., isopropylchloroformate, and 1.05
nmol ar equi val ents of triethylam ne are used. Appellants argue
that “[t]he usual understanding in the art is to use an excess
of acylating reagents and an excess of a base as a proton

scavenger

to drive the reaction to conpletion” (brief, page 7). In
support of this argunent, appellants rely upon March, which

di scl oses that in the al coholysis of acyl halides, “[a] base
is frequently added to conbine with the HX which is forned”,
where X is a halide.* Appellants conclude that Brunsvold

di scl oses the use of 4-dinethylam nopyridine only in adm xture
with triethylam ne, wherein the anount of triethylamne is at

| east equivalent to the anmpbunt of the acylating agent (brief,
page 8). Thus, in appellants’ view, Brunsvold would not have

fairly suggested, to one of ordinary skill in the art, use of

“* W do not find in the relied-upon portion of the
reference a disclosure of use an excess of a base.
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a reaction m xture which contains no nore than 0.02 nol ar
equi val ents of an organic am ne based on the dial kyl
di car bonat e.

Ito, which the exam ner relies upon (answer, page 4) for
nmotivation to forma copol ynmer of p-t-butoxycarbonyl oxystyrene
and p-hydroxystyrene, does not disclose use of an anm ne
cat al yst. The exam ner argues that an acid is generated in
Brunsvol d’ s exanple 1A, whereas no acid is generated in
Brunsvol d’ s exanple 2B (answer, pages 5-6). Thus, the
exam ner argues, an excess of base would not be needed in
exanple 2B to drive the reaction to conpletion (see id.).

Appel l ants do not chal l enge the exam ner’s argunent that
an acid is generated in Brunsvold s exanple 1A but not in
exanpl e 2A. Neverthel ess, the exam ner’s argunent i s not
per suasi ve because the exam ner has not provided any evidence
or technical explanation as to why, if no acid is generated in
Brunsvol d’ s exanpl e 2A, Brunsvold includes triethylamne in
the reaction mxture. Because the exam ner has not set forth
any evidence or technical reasoning as to what the function of
the triethylamne is in Brunsvold s exanple 2A, the exam ner
has provided no basis for arguing that it would have been
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prima facie obvious to one of ordinary skill in the art to use
no nore than 0.02 equival ents of organic am ne base per
equi val ent of dial kyl dicarbonate in that exanple.

Accordi ngly, we conclude that the exam ner has not
carried his burden of establishing a prima facie case of
obvi ousness of the process recited in any of appellants’
claims. Since no prima facie case of obviousness has been
establ i shed, we need not address the affidavits of Khojasteh
and Moreau. See In re Piasecki, 745 F.2d 1468, 1472, 223 USPQ
785, 788 (Fed. Cir. 1984); In re Rinehart, 531 F.2d 1048,

1052, 189 USPQ 143, 147 (CCPA 1976).

DECI SI ON
The rejection of clains 1-17 under 35 U.S.C. § 103 over
Brunsvold in view of Ito is reversed.

REVERSED

MARY F. DOMEY )
Adm ni strative Patent Judge
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TERRY J. OWENS ) BOARD OF
PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
DOUGLAS W ROBI NSON )

Adm ni strative Patent Judge )
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